
 
 

A New Lawyer Joins The Firm 
 

I am proud to announce that my son, Thomas B. Connors, was admitted to the California 
bar on December 1, 2010. Thomas has been with the firm since April 1, 2005, working 
part time while attending law school at the University of LaVerne College of Law. 
Thomas has been concentrating on trademark and copyright law over the last six years 
and is expanding the firm’s practice into entertainment law. Prior to joining the firm he 
worked in the music and entertainment industry, having a B. A. degree in musical 
composition from UCLA. This hands-on experience has been helpful in counseling 
clients on the entertainment law side of our practice, which we expect to grow in the 
coming years. Thomas is also working with me in the drafting and prosecuting patent 
applications. Please go to our website, www.connorspatentlaw.com for current 
information about our firm, including our new fee schedule. 

 

Thomas Connors next to Judge Gilford at swearing in ceremony, along with his father, John J. Connors, and 
former president of the Orange County Bar Association, Diego Rodriguez (Photo courtesy of the Orange 
County Bar Association) 



Our New Virtual Offices 
 
We currently are only using our Newport Beach Office to meet clients, and Thomas, Beth 
and I work with each other in a virtual office. Almost all of our communications are by 
email and most filing with the United States government offices are through the internet. 
With the advent of the mobile phone, the wireless internet, Skype, etc., we find it 
unnecessary to meet face to face daily at a central location. We now each work from our 
home office. Our new mailing address has, however, been changed, so please send all 
paper correspondence to our 

 

New Mailing Address:  

 
Connors & Associatespc 

13421 Danbury Lane, Unit 135i 
Seal Beach, California 90740 USA 

 

Our phone number will remain the same (949-833-3622), but we have a 
 

New Fax Number: 562-431-5881 
 

Mr. Connors with the Honorable Donald Banner, former 
Director of the United States Patent and Trademark Office-a 
stalwart opponent to the proposed changes in our patent law 
and Mr. Connors’ professor at John Marshall Law School 
(Chicago) 



 
Mr. Connors discussing the proposed changes with the 
Honorable John Bonner, then minority leader 

 

Legislation Report 
 
The United States Senate on March 8, 2010, passed S. 23, which if enacted into law will 
make some very fundamental changes in our patent law. The Obama Administration 
supports these changes. I believe these changes are detrimental to the interest of small 
businesses, entrepreneurs, and independent inventors, and faxed to each senator the letter 
reprinted herein. As the included photos show, over the past few years I have attended 
many political events in support of Congressional representatives from both the 
Democratic and Republican parties to tell them about my anxiety over the negative 
consequences that will result if we change our patent law as is being proposed by global 
corporations-the motivating force behind this legislation. These are essentially the same 
interest that over the past several administrations, both Democratic and Republican, 
influenced both parties to enact legislation leading to our current economic malaise and 
looming fiscal crisis. 

 
S. 23 is the product of multiple decades of a sustained lobbying effort by global corporate 
interests, having their roots in the Johnson Administration. Attorney General Katsenbach, 
IBM’s future General Counsel, who led an effort to prevent the patenting of “software” 
inventions. (See Biliski discussed subsequently for the current state of the law). IBM is 
the poster boy for patent reform, along with its follow travelers, the Coalition for Patent 
Fairness, which includes Microsoft, Google, Bank of America, etc. Although IBM in 
numbers gets the most U. S. patents, in litigation it is mainly on the defensive. Over the 
last decade or so, it filed only six lawsuits asserting others infringed its patents, but was 
sued 60 times for infringing the patents of others. 



IBM, and the other oligopolies, do not want a patent system like that of the United States, 
in which the patentee has enforceable rights yielding large damages. But these are the 
very reasons why a United States patent is so valuable, especially when the patent is in a 
$15+ trillion dollar economy. The global corporations prefer patent systems like our 
international competitors in which it very expensive to obtain a patent, is less expensive 
to defend against, requires multiple lawsuits in many different jurisdictions under 
different laws, and is conducted without a jury. I wrote an article, reprinted herein, 

addressing the legislation proposed in the 111th Congress. In the 112th Congress, similar 
legislation, Senate Bill S. 23 has just passed the U. S. Senate with only five (5) senators 
opposed. We will be reporting on the future of this legislation in the House of 
Representatives. We urge you to write your House member to vote against any bill 
proposing to change our patent law. 

 
 

Mr. Connors with the Honorable Loretta Sanchez 



 

Mr. Connors with the Honorable Mary Bono Mack 
 

Patent Office Report 
 
In January of 2010 at a round table discussion of interested individuals conducted at the 
Los Angeles Public Library in downtown LA, I had the opportunity to meet David 
Kappos, the current Assistant Secretary of Commerce and Director of the United States 
Patent and Trademark Office. It was not a widely announced meeting and only about 20 
people showed up, mainly independent inventors, mostly concerned with costs in 
obtaining a patent. He is a gentleman, and I believe a competent manager, who is faced 
with the Herculean task to reducing a backlog of over 700,000 unexamined patent 
applications. On average it now takes 3-4 years for a utility patent to be granted. 

 
Unfortunately, Director Kappos sees the world through an IBM lens, having spent both 
his entire engineering and legal careers at IBM before joining the Obama administration. 
He has no conception of the challenges facing small businessmen and women, 
entrepreneurs and independent inventors when attempting to obtain and enforce a patent. 
High costs are especially problematic, but what counts ultimately is the enforceability of 
the patent, perhaps even obtaining a preliminary injunction when justified by the facts. 
Senate Bill S. 23 enables a Goliath competitor to potentially avoid enforcement of a 
patent for over a decade under the post-grant review procedure of this bill. As you may 
know, small businessmen and women, entrepreneurs and independent inventors are 
classified as small entities under patent office rules and they pay reduced government 
fees, about half that of companies the size of IBM. Director Kappos, in effect, said such 
companies are happy to accept this unequal treatment. I find this curious and disturbing. 
Does this give global corporations twice as much influence? 



 
 

Mr. Connors with the Honorable “Working Joe” Baca and his wife 
 

 

 

Mr. Connors with the Honorable Ed Royce 



Patent It & Grow Rich 
 
An updated edition of my book, The Ten Commandments For Protecting Your Million 
Dollar Idea, which has been renamed Patent It & Grow Rich, is available in an electronic 
version with links to important websites.  It shortly will be available through 
amazon.com. 

 
 
 
 

 
 
 
Speaking Report 

 
In October of 2009 I gave a talk to a class of Chapman University business school 
students studying entrepreneurship. The professor, Steven J. Miller, was a C.E.O. of a 
client for which I obtained a patent that was donated to Chapman University. Thomas 
made a video of the talk that you may wish to view on Youtube: http:// 
www.youtube.com/connorspatentlaw. I discuss what I discovered to be some 
characteristics of an entrepreneur that I observed working with Dr. George A. Lopez, 
M.D., the founder of ICU Medical, Inc. (NASDQA) I have been a director of the 
company for over twenty years. 



Supreme Court Report 
 
Since our last newsletter in the Fall of ’07, there have been two major Supreme Court 
decision that may impact on your business. The following are summaries of these 
decisions: 

 
 
Subject Matter Patentability - Bilski v. Kappos, 561 U.S.       (2010) 

 
Before the United States Patent and Trademark Office will decide entitlement to a patent 
the claims must be patent eligible subject matter under 35 U.S.C §101; namely, a process, 
machine, manufacture, or composition of matter. The Supreme Court of the United States 
has excluded from patent eligibility such fundamental principles as the laws of nature, 
mental processess, and abstract ideas. In determining whether an invention encompasses 
patent subject matter the U.S. Court of Appeals for the Federal Circuit developed the 
machine-or-transformation test wherein an invention that is either: (1) tied to a particular 
machine or apparatus; or, (2) transforms a particular article into a different state or thing 
is eligible subject matter. In Bilski, the U.S. Supreme Court determined seeking a patent 
on a method for hedging risk in the commodities market was an abstract idea, and 
therefore, not patent eligible subject matter. Moreover, the Court stated the machine-or- 
transformation test was not the sole test for determining the patent eligibility of a process, 
but rather a useful tool for determining whether some claimed inventions are processes. 
Lastly, The Court rejected a categorical exclusion of business method patents from 
eligibility, reasoning that the definition of "process" in § 100(b) includes the word 
"method," which appears to comprehend some forms of business method patents. 

 
 
Non-obviousness of an Invention  - KSR Int'l Co. v. Teleflex, Inc., 550 U.S. 398 (2007) 

 
The Untied States Patent Act protects inventions that are useful, novel, and non-obvious. 
Of these statutory requirements, the non-obviousness of an invention is often the most 
difficult to establish. To help determine whether an invention is obvious the U.S. Court of 
Appeals for the Federal Circuit developed the "teaching, suggestion, or motivation" test 
(TSM). This test provided that a patent claim is only proved obvious if the prior art, the 
nature of the problem to be solved, or the knowledge of those skilled in the art, reveals 
some explicit or implicit “teaching, suggestion, or motivation” that would lead a person  
of ordinary skill to combine multiple prior art references to produce an invention. In KSR 
the United States Supreme Court reaffirmed the familiar factors for determining 
obviousness as set forth in Graham v. John Deere Co. (383 U.S. 1, (1966), but stated that 
the Federal Circuit had erred by applying the teaching-suggestion-motivation (TSM) test 
in an overly rigid and formalistic way. In the wake of the Court’s holding, an obviousness 
rejection under 35 U.S.C. §103(a) must clearly articulate a rational analysis with 
particular findings of fact as to why an invention is obvious in light of prior art, 
www.uspto.gov/web/offices/pac/mpep/documents/2100_2141.htm. 


